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UK Supreme Court
Redefines Patent
Infringement

Although there always are ongoing
developments pertaining to US pat-
ent law, there is occasion to report
on patent litigation developments of
note from abroad. One such patent
case decided last month in Great
Britain deserves the attention of all
patent practitioners. On July 12, 2017
the United Kingdom Supreme Court
(UKSC) redefined patent infringe-
ment laws as related to infringement
by equivalents, that is, under what is
known here in the United States as
the “Doctrine of Equivalents.” To
elaborate, under this doctrine, a party
can be found liable for patent infringe-
ment even though the accused item or
process does not fall within the literal
scope of a patent claim. The current
legal test in the United States deter-
mines whether the difference between
the accused item or process and the
patent claim is “insubstantial” so that
it is equivalent to an invention falling
within the scope of the claim. [See
Warner-Jenkinson Co. v. Hilton Davis
Chem. Co. (1997).] Although well
established in the United States, the
doctrine has been anathema under
UK law.

In the case of Actavis UK Limited
and others v. Eli Lilly and Company
([2017] UKSC 48), Eli Lilly held a
patent on pemetrexed disodium salt
(marketed as Alimta®) as a lung can-
cer treatment. However, the generics
division of Teva Pharmaceuticals,
Actavis Generics, filed patents for
different variants of pemetrexed,
including pemetrexed diacid, peme-
trexed ditromethamine, and peme-
trexed dipotassium. Since their
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variants do not contain disodium
ions, as Lilly’s pemetrexed does,
Actavis sought declarations of non-
infringement for their compounds in
the United Kingdom, as well as in
France, Italy, and Spain.

The UKSC previously had devel-
oped a set of questions, known as the
Improver/Protocol Questions, which
had been used to decide whether
infringement had in fact occurred.
Based on these Questions, the High
Court and Court of Appeal origi-
nally ruled that since the Lilly pat-
ent specifically claimed the disodium
version of pemetrexed, Actavis’
pemetrexed variants did not infringe
upon the Lilly patent. However, the
UKSC intervened and re-vamped
the Improver/Protocol Questions,
citing that they only covered the
specific claims of a patent and were
too narrow in scope. The UKSC also
invoked two new questions: (1) Does
the variant infringe any of the claims
as a matter of normal interpreta-
tion?; and (2) If not, does the vari-
ant nonetheless infringe because it
varies from the invention in a way or
ways which is or are immaterial? If
the answer to either question is yes,
then infringement has occurred. This
directly parallels the “insubstantial”
standard in the US doctrine.

In the context of the current case,
the UKSC cited that although the
Lilly patent only claimed pemetrexed
disodium, it also should be inclusive
of other pemetrexed variants because
these variants are obvious to those
skilled in the art. Using these new met-
rics, the UKSC ruled that Actavis did
in fact infringe upon the Lilly patent.
The UKSC court ruling also applies
to Actavis’ patents in France, Italy,
and Spain as well. As an aside, the
extension of the UK decision to other

courts previously was determined in
another case. This British ruling and
the expanded interpretation by which
infringement is interpreted under the
Doctrine of Equivalents have vast
potential for the future of UK patent
protection and litigation.
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